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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 Responsive to communication(s) filed on 08 January 2004 . 
2a)|El This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [X] Claim(s) 1-47 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 1-47 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Amendment 

1. In response to the Amendment received on January 8, 2004, the examiner has carefully 
considered the amendments. The claim rejection under 35 U.S.C. § 112, 2nd paragraph for 
claims 13 and 31 have been overcome by the amendment and has hereby been withdrawn for 
consideration. In addition the claim objections has been overcome by applicant' s amendment. 

Response to Arguments 

2. Applicant's arguments filed January 8, 2004 have been fully considered but they are not 
persuasive. Applicant argues that the examiner has provided no basis in fact and/or technical 
reasoning to reasonable support the determination that the optical fiber coatings of the instantly 
claimed invention will exhibit a Chang viscoelastic window within the parameters defined by 
claims 1, 18, or 31. The examiner respectfully disagrees. The examiners basis for the 
inherency assertion is the compositions of the prior art of record are the same composition as 
claimed by the applicant. While it is noted that applicant is instantly claiming a product (coated 
optical fiber), said product is defined via the composition and that composition is found in the 
prior art, and since the Patent and Trademark Office is not equipped to conduct experimentation 
in order to determine whether Applicant' s composition differs and, if so, to what extent, from 
the discussed reference. Therefore, with the showing of the reference, the burden of 
establishing non-obviousness by objective evidence is shifted to the Applicants. Claims 36~37 
have been added to the rejection since the prior art made of record teaches applicant' s claimed 
composition they should inherently have the same effective area also. And therefore for the 
same reasons as found above the burden has been shifted to applicant to establish non- 
obviousness by objective evidence. 

Claim Rejections - 35 USC §102 
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3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

4. Claims 1-9, 14-22, 27-35, 36-42 and 45-47 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Chein et al (WO 00/66636). 

Chein et al coated optical fibers comprising a core fiber, a cladding, an inner primary 
coating, and an outer coating— see abstract and figure 1. Said coated fiber if coated with a 
composition comprising an oligomer capable of being polymerized, a viscosity adjusting 
monomer, and adhesion promoter, along with other components, such as a carrier, a 
photoinitiator, and common optical fiber coating additives— see abstract and pages 13-15. Chein 
et al teaches said carriers can be carrier surfactants, ambiphilic reactive and non-reactive 
surfactants, wherein suitable carriers have ambiphilic molecules, such as those found in tackifier 
resins using in adhesive compositions — see page 14. Per examples J-L, said oligomer can be a 
polyether urethane acrylate oligomer, said monomer can be an acrylate monomer. Examples J-L 
appear to reads on claims 9 and 22. The polyether urethane acrylate. oligomer is exemplified by 
BR-3731, which is a thermoplastic urethane compound. This anticipates claims 8, 21, 40, and 45. 
Per examples P and R, Chein et al teaches a thermoplastic urethane resin in combination with a 
carrier. This anticipates claims 41-42. 

With regard to independent claims 1, 18, and 31, it is noted that Chein et al does not 
expressly teach selecting a composition such that the Chang viscoelastic window when cured 
exhibits the coordinates found in claims 1, 18, and 31. However, Chein et al teaches the 
compositions as defined by the claims and exemplified by applicant' s examples, therefore it is 
deemed that the optical fiber coating compositions and coated fiber taught by Chein et al 
inherently will comprise some, if not all, the coordinates as disclosed by claims 1, 18, and 31. 
Thusly, claims 2-5, 32-35, 38-39 and 46-47 are inherent also. In addition because Chein et al 
teaches compositions that anticipate, applicants invention, said compositions should inherently 
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have a Young' s Modulus as described in claims 6-7, 14-15, 19-20, and 27-28, should 
inherently comprise a percent elongation as defined in claims 14, 16-17, 27, and 29-30 in the 
absence of evidence to the contrary. 

5. Claims 1-8, 10-21, 23-30, 36-39, and 41-42 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Dillman et al (US 5,536,772) as evidenced by Chein et al (WO 00/66636). 

Dillman et al teaches radiation cured conjugated diene block copolymer compositions, 
wherein Dillman et al teaches said compositions are useful as pressure sensitive adhesive or 
coating compositions for substrates such as optical fibers— see abstract and column 11, lines 
40-45. Said copolymers contain ethylenic unsaturation which are prepared by copolymerizing 
one or more polyolefins by themselves or with one or more alkenyl aromatic hydrocarbon 
monomers, such as styrene— see column 2, lines 8-11 and column 3, lines 9-12. Said 
copolymers can be polystyrene-polyisoprene-polybutadiene. This anticipates claims 8, 12-13, 
21 and 25~26, wherein it is assumed by examiner that the soft block of claim 13 is intended to 
be part of the thermoplastic polymer and not a single component as claimed in claim 13 — see 112 
rejection above. Typical coating compositions comprise said polymer, tackifying reins, 
pigments, curing catalyst, reactive diluents, and solvents. Said reactive diluents can be found in 
column 8, lines 32-39. Said catalyst can be photoinitiator with or without photosensitizers, 
which can be found in column 8, lines 10-31. Said tackifiers can be found in column 9, lines 9- 
30, wherein aromatic and aliphatic hydrocarbon resins are taught. These anticipate claims 10- 
11 and 23-24, in addition to anticipating claims 41 and 42, wherein Chein et al teaches that 
tackifying reins can be used as carriers because of the ambiphilic nature of tackifying resin. 

Dillman et al is deemed to anticipate the instant invention because Dillman et al teaches 
optical fiber coating compositions comprising a thermoplastic resin, such as styrene-diene block 
copolymers and terpolymers, reactive diluents, tackifying resin, and a photoinitiator. Therefore, 
the examiner deems said coating compositions will inherently will comprise some, if not all, the 
coordinates as disclosed by claims 1 and 18. Thusly, claims 2-5 and 38-39 are inherent also. 
In addition, because Dillman et al teaches compositions that anticipates applicants invention, said 
compositions should inherently have a Young' s Modulus as described in claims 6-7, 14-15, 19- 
20, and 27-28, should inherently comprise a percent elongation as defined in claims 14, 16-17, 
27, and 29-30 in the absence of evidence to the contrary. 
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6. Claims 1-5, 8-9, 12, 18, 21-22, 25, 36-39 and 43-44 are rejected under 35 
U.S.C. 102(b) as being anticipated by Lapin et ai (5,891,930). 

Lapin et al teaches coating compositions for optical fibers. Said compositions comprise 
an epoxy-silicone monomer crosslinkable by actinic radiation, at least one thermoplastic resin, 
and a photoinitiator — see abstract. Said thermoplastic resin can be a homopolymers or 
copolymers of alkyl (meth) acrylates. 

Lapin et al is deemed to anticipate the instant invention because Lapin et al teach an 
optical fiber coating composition comprising a reactive monomer, a photoinitiator, a 
thermoplastic elastomer, and is devoid of tackifying resins. The thermoplastic resin anticipates 
claims 8, 12, 21, 25 and 43-44 and, also, the lack of tackifier anticipates claims 9, 22. With 
regards to independent claims 1 and 18, since Lapin et al teaches compositions that anticipate 
the instant invention said composition should inherently comprise some, if not all, the 
coordinates as disclosed by claims 1-5, 18,38-39, and, additionally not exhibit the coordinates 
set forth in claims 46-47. 

Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

8. Claims 10-11 and 23-24 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chein et al (WO 00/66636). 

Chein et al does not expressly teach adding a tackifier resin, however Chein et al teaches 
that ambiphilic compounds, such as tackifing resin, can be used as carriers. Therefore, it would 
have been obvious for a skilled artisan to add a tackifying resin such as those listed on pages 
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14-15. The motivation would have been to produce a coated optical fiber that is stiff at high 
strain rates and soft at low strain rates — see page 14 — in the absence of unexpected results or 
evidence to the contrary. Therefore claims 10-11 and 23-24 are read in the reference. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

10. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Sanza L McClendon whose telephone number is (571) 272-1074. The 
examiner can normally be reached on Monday through Friday 7:30-4:00. 

• If attempts to reach the examiner by telephone are unsuccessful, the examiner' s 
supervisor, James Seidleck can be reached on (571) 272-1078. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Sanza L McClendon 
Examiner 
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